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DETAILED ACTION 



Request for Continued Examination 



1 . The request filed on August 25, 2005 for a Request for Continued Examination 
(RCE) under 37 CFR 1 .53(d) based on parent Application No. 10/733,895 is acceptable 
and a RCE has been established. An action on the RCE follows. Claims 1-5, 7-14 are 
pending. 

2. . In view of amendment filed August 25, 2005, the rejection of Claims 1-4, 9, 1 1 , 
13 are rejected under 35 U.S.C. 102(b) as being anticipated by Rokowski et al. (US 
5,534,310) is withdrawn. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. Claims 1-5, 7-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Rokowski et al. (US 5,534,310). 

The invention of claims 1-5, 7-14 relates to a method of making a composition 
comprising reacting, in a reactor, 

a. a non-halogenated acetoacetate group containing monomer, 

b. at least one additional monomer, and 

c. a base, 

wherein at least a portion of the base is fed to the reactor during reaction and less 
than 50% of the base is present in the reactor at the start of the reacting step, and 
wherein the base is added during the reacting step in an amount such that the pH 
is not higher than 7 and such that the aqueous polymer dispersion viscosity is 
lower than an aqueous polymer dispersion prepared in the same way but without 
the base added during the reacting step. 
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Rokowski et al. (col. 12-13, example 3 ; col. 17, claim 1) disclose a method of 
making a composition comprising reacting in a reactor, a non-halogenated acetoacetate 
group containing monomer in the presence of at least one additional monomer, and a 
base. According to example 3 of Rokowski et al., the base was added into the reactor 
during the polymerization process. 

The difference between the invention of claims 1-5, 7-14 and Rokowski et al. is 
that Rokowski et al. are silent on a process comprising specific conditions on how the 
base is added as claimed. 

Although Rokowski et al. are silent on the specific conditions on how the base is 
added, applicants must recognize that the process as taught by Rokowski et al. (col. 2, 
line 5-19; col. 11, line 60 to col. 14, line 67) generically encompasses the specific 
conditions on how the base is added as claimed. Motivated by the expectation of 
success of preparing a latex binder suitable for producing high gloss coating on 
weathered substrates and a method for producing such coatings (abstract), it would 
have been obvious to one of ordinary skill in art to perform routine engineering process 
to arrive the specific conditions as claimed. 
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Response to Arguments 

Applicant's arguments filed August 25, 2005 have been fully considered but they 
are not persuasive. Applicants argue that Rokowski et al. is silent on lowering the 
aqueous polymer dispersion viscosity. However, applicants must recognize that the 
lowering of the polymer dispersion viscosity is property that is inherent to the obviated 
steps in view of Rokowski et al. To overcome the rejection set forth, applicants should 
submit comparative data to show the criticality of the instant claimed specific conditions 
on how the base is added over the prior art of Rokowski et al. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William K Cheung whose telephone number is (571) 
272-1097. The examiner can normally be reached on Monday-Friday 9:00AM to 
2:00PM; 4:00PM to 8:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David WU can be reached on (571 ) 272-1 114. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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